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DECISION ON APPEAL 1 



1 The two-month time period for filing an appeal or commencing a civil 
action, as recited in 37 C.F.R. § 1.304, or for filing a request for rehearing, 
as recited in 37 C.F.R. § 41.52, begins to run from the "MAIL DATE" 
(paper delivery mode) or the "NOTIFICATION DATE" (electronic delivery 
mode) shown on the PTOL-90A cover letter attached to this decision. 
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A. STATEMENT OF THE CASE 

This is an appeal under 35 U.S.C. § 134 from an Examiner's decision 
finally rejecting claims 1, 3-16, and 20, all of the pending claims. 2 We have 
jurisdiction under 35 U.S.C. § 6(b). 

We AFFIRM. 

The subject matter on appeal is directed to a personal cleansing 
composition comprising a mixture of spherical particles and irregularly 
shaped particles. The Appellants disclose that the irregularly shaped 
particles deliver benefits, such as hair volume and fullness, and the spherical 
particles deliver benefits, such as improved conditioning and combing. 
Spec. 1:12-16. Claim 1 , reproduced below, is illustrative. 

1. A personal cleansing composition comprising: 

a) from about 5 to about 50 weight percent of a 
detersive surfactant, 

b) from at least about 0.1 weight percent of 
irregularly shaped particles having a particle size of at least 
0.01 micron, 

c) from at least about 0. 1 weight percent of spherical 
particles having a particle size of at least 0.01 micron, 

d) from about 20 weight percent of an aqueous 
carrier, and 

e) a cationic polymer, 

wherein the median particle size of said spherical 
particle is greater than the median particle size of said 
irregularly shaped particle. 

Br., Claims Appendix (emphasis added). 3 



2 Claims 17-19 have been cancelled. See Office communication dated June 
19, 2009. 

3 Appeal Brief dated August 1, 2007. 
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The only Examiner's rejection before us on appeal is the rejection of 
claims 1, 3-16, and 20 under 35 U.S.C. § 103(a) as unpatentable over Fowler 
(US 5,534,265, issued July 9, 1996). 

B. ISSUE 

Fowler discloses personal care compositions that are useful for 
cleansing the skin and hair. Fowler 1:7-9. There is no dispute that Fowler 
discloses or suggests that the cleansing composition comprises a detersive 
surfactant, an aqueous carrier, and a cationic polymer in amounts as recited 
in claim 1. There is also no dispute that Fowler discloses or suggests that 
the cleansing composition comprises insoluble particles in amounts and sizes 
that overlap the ranges recited in claim 1. Ans. 3 4 ; Fowler 3:10-14, 44-50. 

The Examiner found, and the Appellants do not dispute, that the 
particles disclosed in Fowler include spherical and irregularly shaped 
particles. Fowler 4:18-41; Ans. 6-7 (polyethylene and nylon correspond to 
the spherical particles and alumina, aluminum oxide, iron oxide, silica, and 
tin oxide correspond to the irregularly shaped particles); see also Ans. 8 
("Appellants did not dispute that the personal cleansing composition of 
Fowler uses both irregularly shaped particles and spherical particles."). The 
Examiner also found, and the Appellants do not dispute, that mixtures of 
particles may be used. Ans. 6; Fowler 4:18-41. Finally, there is no dispute 
that Fowler discloses a cleansing composition comprising a mixture of 
particles having different mean particle size diameters. Ans. 7; Fowler 
21:35-55. 

The only dispute in this appeal is whether the teachings of Fowler 
render obvious the size distribution of spherical and irregularly shaped 

4 Examiner's Answer dated October 26, 2007. 
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particles recited in claim 1, i.e., "wherein the median particle size of said 
spherical particle is greater than the median particle size of said irregularly 
shaped particle." Ans. 3-4; Br. 4-5. 
C. DISCUSSION 

The Examiner concluded that it would have been obvious to one of 
ordinary skill in the art "to have optimized the median particle sizes of the 
spherical particles and the irregularly shaped particles because Fowler 
teaches in col. 4, lines 15-17 that particles having a wide range of shapes can 
be utilized." Ans. 4; see also Ans. 7. 

The Appellants recognize that Fowler provides motivation to modify 
particle size for the purpose of optimizing cleansing performance. Br. 4. 
However, the Appellants argue that Fowler does not provide motivation to 
optimize particle proportions "because Fowler fails to teach or suggest any 
correlation between particle proportion optimization and any benefit 
whatsoever." Br. 5 (emphasis in original). 

The Appellants' argument is not persuasive of reversible error. As 
discussed above, there is no dispute that Fowler discloses or suggests a 
cleansing composition comprising a mixture of spherical and irregularly 
shaped particles. When the size of the spherical particles in such a mixture 
is optimized for cleansing performance, one of the following three 
possibilities results: (1) the median size of the spherical and irregularly 
shaped particles is the same, (2) the median size of the spherical particles is 
larger than the median size of the irregularly shaped particles, or (3) the 
median size of the spherical particles is smaller than the median size of the 
irregularly shaped particles. 
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Thus, the preponderance of the evidence supports the Examiner's 
conclusion that a cleansing composition having a particle size distribution as 
recited in claim 1 would have been obvious to one of ordinary skill in the 
art. Cf. In re Schaumann, 572 F.2d 312, 316-17 (CCPA 1978) (disclosure of 
prior art, which embraces a very limited number of components, provides a 
description of those compounds just as surely as if they were identified in 
the reference by name); In re Petering, 301 F.2d 676, 681 (CCPA 1962) 
(although prior art does not expressly spell out limited class, one skilled in 
the art would at once envisage each member of the limited class). 

The Appellants also argue that Fowler does not address the problem 
of improving volume, body, and fullness as taught by the Appellants. Br. 4. 

To the extent that the Appellants' cleansing composition improves 
volume, body, and fullness, the Examiner concluded that the cleansing 
composition suggested by Fowler would also be expected to improve 
volume, body, and fullness. See Ans. 6 (it would have been reasonable to 
expect the composition of Fowler to exhibit similar properties because 
similar ingredients have been utilized). The Appellants have failed to direct 
us to any evidence to the contrary. See In re Best, 562 F.2d 1252, 1254-55 
(CCPA 1977) (where the claimed and prior art products are substantially 
identical, the PTO can require an applicant to prove that the prior art 
products do not necessarily or inherently possess the characteristics of the 
claimed product). 

As a final point, we note that the Appellants do not direct us to any 
evidence of secondary considerations of non-obviousness, such as 
unexpected results. Ans. 8. 



5 



Appeal 2009-013538 
Application 10/765,423 

For the reasons set forth above and in the Examiner' s Answer dated 
October 26, 2007, we will affirm the § 103(a) rejection of claims 1, 3-16, 
and 20. 

D. DECISION 

The decision of the Examiner is affirmed . 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a). 

AFFIRMED 
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